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Thisact modifiesthe Trademarks and Trade Namestitleto recodify provisionsrelating to
theregistration and protection of trademarks and service marks and to make technical
changes. Theact addressesthe statute' srelationship to federal law and common law. The
act establishesthe authority and responsibilities of the Division of Corporations and
Commercial Code. Theact statestherequirementsfor registration of marks. Theact
providesfor the assignment of, changesto, renewal of, and cancellation of marks. The act
providesfor recording of other instrumentsthat relateto marks. The act addresses
classification of goods and services. Theact establishesliability for fraudulent registration,
infringement, and injury to businessreputation. The act establishesremedies. The act
designatesthe forumsfor cancellation actionsregarding registration and the requirements
for service on out-of-stateregistrants. The act addressesits application to pending litigation.
This act enacts uncodified material.
This act affects sections of Utah Code Annotated 1953 as follows:
AMENDS:

42-2-9, as last amended by Chapter 267, Laws of Utah 1999
ENACTS:

70-3a-101, Utah Code Annotated 1953

70-3a-102, Utah Code Annotated 1953

70-3a-103, Utah Code Annotated 1953

70-3a-104, Utah Code Annotated 1953

70-3a-201, Utah Code Annotated 1953

70-3a-202, Utah Code Annotated 1953
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70-3a-402, Utah Code Annotated 1953
70-3a-403, Utah Code Annotated 1953
70-3a-404, Utah Code Annotated 1953
70-3a-405, Utah Code Annotated 1953
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70-3-1, aslast amended by Chapter 141, Laws of Utah 1993
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70-3-17, aslast amended by Chapter 156, Laws of Utah 1957
Be it enacted by the Legidature of the state of Utah:

Section 1. Section 42-2-9 is amended to read:

42-2-9. Corporate names, limited liability company names, and trademark, service
mark, and trade name rights not affected.

(1) Thischapter does not affect or apply to any corporation organized under the laws of
any stateif it does business under its true corporate name.

(2) (@) Thischapter does not affect the statutory or common law trademark, service mark,

(b) An act listed in Subsection (2)(c) of itself does not authorize the use in this state of an

assumed name in violation of the rights of another as established under:

(i) this chapter[;thestatetawretatingto-trademarks<] ;

(ii) Title 70, Chapter [3};] 3a, Registration and Protection of Trademarks and Service
Marks Act;

(iii) the state law relating to names of corporations, partnerships, and other legal business

entities[;];

] Trademark Act of 1946
15 U.S.C. Section 1051 et seq.[);]; or

(v) the common law, including rightsin a trade name.

(€) Subsection (2)(b) applies to:

(i) afiling under this chapter;

(ii) _an approval by the Division of Corporations and Commercial Code pursuant to this

chapter; or
(iii) the use of an assumed name.

(3) Thischapter does not affect or apply to any limited liability company doing business
in this state under its true name.
Section 2. Section 70-3a-101 is enacted to read:
CHAPTER 3a. REGISTRATION AND PROTECTION OF TRADEMARKSAND
SERVICE MARKSACT



S.B. 150 01-29-02 5:13 PM

90 Part 1. General Provisions

91 70-3a-101. Title.

92 This chapter is known as the "Registration and Protection of Trademarks and Service
93 MarksAct."

94 Section 3. Section 70-3a-102 is enacted to read:

95 70-3a-102. Relation to federal law.

96 (1) This chapter shall be interpreted to provide for the registration and protection of

97 trademarks and service marksin a manner substantially consistent with the federal system of
98 trademark registration and protection under the Trademark Act of 1946, 15 U.S.C. Sec. 1051, et

99 saq.
100 (2) Ininterpreting this chapter, a construction given the Trademark Act of 1946, 15 U.S.C.
101  Sec. 1051, et seq., should be used as persuasive authority.
102 Section 4. Section 70-3a-103 is enacted to read:
103 70-3a-103. Definitions-- Use -- Service marks.
104 (1) Asusedin this chapter:
105 (a) "Abandoned mark" means a mark whose:
106 (i) use has been discontinued with no intent to resume use; or
107 (i) significance as a mark has been lost due to any course of conduct of the owner,

108 including acts of omission or commission.

109 (b) "Applicant" means:

110 (i) the person filing an application for registration of a mark under this chapter; and
111 (ii) alegal representative, successor, or assign of a person described in Subsection
112 D(b)(i).

113 (c) "Dilution" means the lessening of the capacity of afamous mark to identify and

114  distinguish goods or services, regardless of the presence or absence of:

115 (i) competition between the owner of the famous mark and another person; or

116 (i) thelikelihood of:

117 (A) confusion;

118 (B) mistake; or

119 (C) deception.

120 (d) "Division" means the Division of Corporations and Commercial Code within the
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121  Department of Commerce.

122 (e) "Mark" means any trademark or service mark entitled to registration under this chapter

123  whether or not the trademark or service mark is registered.

124 (f) "Registrant” means:

125 (i) the person to whom the registration of a mark under this chapter isissued; and

126 (ii) alegal representative, successor, or assign of a person described in Subsection
127 1 (h)(i).

128 (g) (i) If the conditions of Subsection (1)(g)(ii) are met, "service mark" means:

129 (A) aword, term, name, symbol, design, or device; or

130 (B) any combination of words, terms, names, symbols, designs, or devices.

131 (ii) The mark described in Subsection (1)(0)(i) is aservice mark only if it is used by a
132 erson:

133 (A) toidentify and distinguish the services of one person from the services of others,

134 including aunique service; and

135 (B) to indicate the source of the services, even if that source is unknown.

136 (h) (i) If the conditions of Subsection (1)(h)(ii) are met, "trademark” means:

137 (A) aword, term, name, symbol, design, or device; or

138 (B) any combination of words, terms, names, symbols, designs, or devices.

139 (ii) Themark described in Subsection (1)(h)(i) is atrademark only if itisused by a
140 erson:

141 (A) toidentify and distinguish the goods of that person from those manufactured or sold

142 by others, including a unique product; and

143 (B) to indicate the source of the goods, even if that source is unknown.

144 (i) "Trade name" means any name used by a person to identify a business or vocation of
145  that person.

146 (1) "Use" means the bonafide use of a mark in the ordinary course of trade, and not made

147 merely to reserve aright in amark.

148 (2) For the purposes of this chapter, amark is considered to be in use:
149 (a) on goods:

150 (i) when the mark is placed:

151 (A) in any manner on the goods or other containers;
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152 (B) in any manner on displays associated with the goods or other containers;

153 (C) onthetags or labels affixed to the goods or other containers; or

154 (D) if the nature of the goods makes the placements referred to in Subsections (2)(a)(i)(A)
155  through (C) impracticable, on documents associated with the goods or the sale of the goods; and
156 (i) the goods are sold or transported in commerce in this state; and

157 (b) on services:

158 (i) when it isused or displayed in the sale or advertising of services; and

159 (ii) when the services are rendered in this state.

160 (3) For purposes of Subsection (1)(a):

161 (8) intent not to resume may be inferred from circumstances; and

162 (b) nonuse for two consecutive yearsis prima facie evidence of abandonment.

163 (4) Notwithstanding Subsection (1)(g), the following may be registered as service marks
164  notwithstanding that they may advertise the goods of the sponsor:

165 (a) titles;

166 (b) character names used by a person; and

167 (c) other distinctive features of:

168 (i) aradio program:;

169 (ii) atelevision program; or

170 (iii) aprogram similar to a program described in Subsection (4)(c)(i) or (ii).

171 Section 5. Section 70-3a-104 is enacted to read:

172 70-3a-104. Common law rights.

173 This chapter does not adversely affect the rights or the enforcement of rightsin marks

174  acquired in good faith at any time at common law.

175 Section 6. Section 70-3a-201 is enacted to read:

176 Part 2. Divison Powersand Duties

177 70-3a-201. Rulemaking authority of division.

178 In accordance with Title 63, Chapter 46a, Utah Administrative Rulemaking Act, the
179  division may by rule:

180 (1) pursuant to Subsection 70-3a-302(1), establish the filing requirements for an

181  application for aregistration of a mark;

182 (2) pursuant to Subsection 70-3a-303(2), establish what information in addition to the
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information contained in the application shall be submitted by an applicant for registration under
Section 70-3a-302;

(3) pursuant to Subsection 70-3a-303(3), establish the requirements for an applicant or
registrant to disclaim an unregistrable component of a mark that is otherwise registrabl e;

(4) pursuant to Subsection 70-3a-305, establish the filing requirements for an application

to renew aregistration of a mark; and
(5) establish the filing requirements for a filing under Section 70-3a-306.
Section 7. Section 70-3a-202 is enacted to read:
70-3a-202. Records.
The division shall keep for public examination arecord of:

(1) all marks registered or renewed under this chapter; and

(2) all documents recorded under Section 70-3a-306.

Section 8. Section 70-3a-203 is enacted to read:

70-3a-203. Fees.

(1) A regulatory fee, as defined in Section 63-38-3.2, shall be determined by the division
in accordance with Section 63-38-3.2.

(2) (a) For afee authorized by this chapter that is not aregulatory fee, the division may

adopt a schedul e of fees provided that each fee in the schedule of feesis:

(i) reasonable and fair; and

(ii) submitted to the Legislature as part of the Department of Commerce's annua

appropriations request.
(b) When afee schedule described in Subsection (2)(a) is submitted as part of the annual
appropriations request, the Legislature, in a manner substantially similar to Section 63-38-3.2, may

for any feein the fee schedule:

(i) approvethefee;

(ii) (A) increase or decrease the fee; and

(B) approve the fee as changed by the Legislature; or
(iii) reject thefee.
(c) A fee approved by the Legislature pursuant to this section shall be deposited in a

restricted account within the General Fund known as the Commerce Service Fund.
Section 9. Section 70-3a-301 is enacted to read:
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214 Part 3. Registration

215 70-3a-301. Registrability.

216 (1) A mark by which the goods or services of an applicant for registration may be
217  distinguished from the goods or services of others may not be registered if it:

218 (a) consists of or comprisesimmoral, deceptive, or scandalous matter;

219 (b) consists of or comprises matter that may:

220 (i) disparage or falsely suggest a connection with:

221 (A) aperson, living or dead;

222 (B) aninstitution;

223 (C) abelief; or

224 (D) anational symbol; or

225 (ii) bring an item listed in Subsection (1)(b)(i) into contempt or disrepute;

226 (c) consists of or comprises the flag or coat of arms or other insignia of:

227 (i) the United States;

228 (i) any state;

229 (iii) any municipality;

230 (iv) any foreign nation; or

231 (v) any simulation of an item listed in Subsections (1)(c)(i) through (iv);

232 (d) consists of or comprises the name, signature, or portrait identifying a particular living

233 individual, except by the individual's written consent:

234 (€) subject to Subsection (3), consists of amark that:

235 (i) when used on or in connection with the goods or services of the applicant, is:
236 (A) merely descriptive of the goods or services;

237 (B) deceptively misdescriptive of the goods or services;

238 (C) primarily geographically descriptive of the goods or services; or

239 (D) primarily geographically deceptively misdescriptive of the goods or services; or
240 (i) is primarily merely a surname;

241 (f) consists of or comprises a mark that:

242 (i) resembles:

243 (A) amark registered in this state; or

244 (B) amark or trade name previously used by another and not abandoned; and
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(i1) islikely, when used on or in connection with the goods or services of the applicant,

to cause confusion, mistake, or to deceive; or

(0) without the written consent of the United States Olympic Committee, contains or

consists of:
(i) _the symbol of the International Olympic Committee, consisting of five interlocking

rings;
(ii) the emblem of the United States Olympic Committee, consisting of an escutcheon

having a blue chief and vertically extending red and white bars on the base with five interlocking

rings displayed on the chief;

(iii) any trademark, trade name, sign, symbol, or insigniafalsaly representing association

with, or authorization by, the International Olympic Committee or the United States Olympic

Committee;

(iv)_the words "Olympic," "Olympiad," "Citius Altius Fortius," or

(v) any combination or simulation of any item referenced in Subsections (1)(q)(i) through

(iv) that:

(A) causes confusion or mistake;

(B) deceives; or

(C) falsaly suggests a connection with:

(1)_the International Olympic Committee;
(1) _the United States Olympic Committee; or
(111)_any Olympic activity.

(2) (a) Any actual use of an item under Subsection (1)(g)(ii) or the words or any

combination of the words under Subsection (1)(Q)(iv), for any lawful purpose prior to September

21, 1950, is not prohibited by this section and may be continued for the same purpose and for the

same goods or services.

(b) Any actual use of any other trademark, trade name, sign, symbol, or insignia under
Subsections (1)(q)(iii) and (iv) for any lawful purpose prior to September 21, 1950, is not
prohibited by this section and may be continued for the same purpose and for the same goods or

services.
(3) (a) Subsections (1)(e)(i)(A) through (1)(e)(i)(C) do not prevent the registration of a
mark used by the applicant that has become distinctive of the applicant's goods or services.
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(b) For purposes of Subsection (3)(a), the division may accept as evidence that the mark

has become distinctive as used on or in connection with the applicant's goods or services, proof

of continuous use of the mark as a mark by the applicant in this state for the five years before the

date when the claim of distinctivenessis made.
Section 10. Section 70-3a-302 is enacted to read:
70-3a-302. Application for registration.

(1) () Subject to the limitations in this chapter, any person who uses a mark may file with

the division an application for registration of that mark.
(b) The registration described in Subsection (1)(a) shall befiled in accordance with rules:
(i) _made by the division in accordance with Section 70-3a-201; and

(ii) that are consistent with this section.
(c)_The application shall:
(i) state:

(A) the name and business address of the person applying for registration;

(B) if acorporation, the state of incorporation; and

(C) _if apartnership:

(1) _the state where the partnership is organized; and

(1) _the names of the general partners, as specified by the division;

ii ecify:
(A) the goods or services on or in connection with which the mark is used:;

(B) the mode or manner in which the mark is used on or in connection with those goods

or services; and

(C) the class defined pursuant to Section 70-3a-308 in which those goods or services fall;
(i) state:
(A) the date when the mark was first used anywhere;

(B) the date when the mark was first used in this state by the applicant or a predecessor

ininterest;

(C) that the applicant is the owner of the mark;
(D) that the mark isin use; and
(E) that to the knowledge of the person verifying the application, no other person has

registered, either federally or in this state, or has the right to use that mark:

-10-
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(1) _in the mark'sidentical form:; or

(11 _in such near resemblance to the mark as to be likely, when applied to the goods or

services of the other person, to cause confusion, mistake, or to deceive;

(iv) be signed under penalty of perjury by:

(A) the applicant; or

(B) if the applicant is not an individual:

(1)_an officer of the applicant; or

(1) apartner of apartnership:
(v) befiled with the division;
(vi) be accompanied by two specimens showing the mark as actually used; and

(vii) be accompanied by aregulatory fee as determined by the division in accordance with
Section 70-3a-203.
(d) In addition to the information reguired by Subsection (1)(c), the division may reguire

the applicant to provide:

(i) _astatement as to whether an application to register the mark, or portions or a composite

of the mark, has been filed by the applicant or a predecessor in interest in the United States Patent

and Trademark Office; or

(ii) adrawing of the mark, complying with the reguirements the division may specify.
(2) _If the division requires the statement under Subsection (1)(d)(i), the applicant shall
provide full information with respect to any application filed with the United States Patent and

Trademark Office including:

(a) thefiling date and serial number of the application;
(b) the status of the application; and
(c) if any application was finally refused reqgistration or has otherwise not resulted in a

registration, the reasons for the refusal or lack of registration.
Section 11. Section 70-3a-303 is enacted to read:
70-3a-303. Filing of applications.

(1) Thedivision may examine an application to determine whether the application

conforms with this chapter if:
(a) the application for registration is filed under Section 70-3a-302; and
(b) the regulatory fee required by Section 70-3a-203 is paid.

-11-
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(2) If reasonably requested by the division or considered by the applicant to be advisable

to respond to any rejection or objection, the applicant:

(a) shall provide any additional information reguested by rule by the division, including

adescription of adesign mark; and

(b) may make, or authorize the division to make, amendments to the application.

(3) (a) Thedivision may require the applicant to disclaim an unregistrable component of

amark otherwise registrable.

(b) An applicant may voluntarily disclaim a component of a mark for which the applicant

has filed a registration application.

(c) A disclaimer under this Subsection (3) may not prejudice or affect the applicant's or

registrant's rights:
(i) in the disclaimed matter:
(A) existing at the time of the disclaimer; or

(B) arising after the disclaimer; or

(i) of registration on another application if the disclaimed matter is or has become

distinctive of the applicant's or registrant's goods or services.
(d) The division may make rules consistent with this Subsection (3) to establish the
reguirements for an applicant to disclaim an unregistrable component of a mark that is otherwise

registrable.
(4) Thedivision may:

(a2) _amend an application filed by the applicant if the applicant agrees in writing to the

amendment; or

(b) require the applicant to file a new application.

(5) (a)_If the division determines that the applicant is not qualified to register a mark, the

division shall notify the applicant of:
(i) therefusal; and
(ii) _the reasons for the refusal.

(b) The applicant shall have a reasonable period of time specified by the division, but not
more than 60 days from the date of the notice under this Subsection (5) to:

(i) reply to the refusal; or

(ii) amend the application for reexamination.

-12 -
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(c) The procedure described in Subsections (5)(a) and (b) may be repeated until :
(i) thedivision finaly refuses reqgistration of the mark; or

(ii) the applicant fails to reply or amend within the time period specified under Subsection

(5)(b).

(d) If the applicant failsto reply or to amend within the time period specified under
Subsection (5)(b), the application is considered abandoned.

(6) If thedivision finally refuses registration of the mark, the refusal shall:

(a) bein writing; and

(b) notify the applicant of the applicant's right to areview of the agency action in
accordance with Title 63, Chapter 46b, Administrative Procedures Act.
(7) (3)_An applicant may file an action to compel registration by obtaining judicial review

of thefinal agency action in accordance with Title 63, Chapter 46b, Administrative Procedures
Act.

(b) Thedivisionisnot liable for damages in an action to compel registration.

(c) An action to compel reqistration shall only be granted on proof that:

(i) all the statements in the application for registration are true; and

(ii) the mark is otherwise entitled to registration.

(8) () If more than one application is concurrently being processed by the division seeking

registration of the same or confusingly similar marks for the same or related goods or services, the

division shall grant priority to the applications in order of filing.

(b) If aprior-filed application is granted aregistration, the division shall refuse an
application filed after the prior-filed application.
(c)_An applicant refused under this Subsection (8) may bring an action for cancellation of

the registration upon grounds of prior or superior rights to the mark.
Section 12. Section 70-3a-304 is enacted to read:
70-3a-304. Certification of registration.

(1) If an applicant fully complies with this chapter, the division shall:

(a)_certify the reqgistration; and

(b) provide to the applicant documentation that the reqistration is certified.
(2) The documentation described in Subsection (1) shall:
(a) be affixed to the application of the applicant; or

-13-
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(b) include the information that is required to be in an application under Subsections
70-3a-302(1)(c)(i) through (iii).
(3)_Thefollowing are admissible in evidence as competent and sufficient proof of the

registration of the particular mark in any action or judicial proceeding in any court of this state:
(a) the documentation described in Subsection (1)(b) that is provided by the division; or
(b) acopy of the documentation described in Subsection (1)(b) if the copy is certified by

the division.
Section 13. Section 70-3a-305 is enacted to read:
70-3a-305. Duration and renewal.
(1) Theregistration of a mark under this chapter expires five years after the date the

division certifies the registration under Section 70-3a-304.

(2) A reqgistration may be renewed for an additional five years from the date aregistration

expiresif the registrant:

(a) files an application with the division:

(i) at least sSix months before the expiration of the registration; and

(ii) in accordance with the reguirements made by rule by the division:
(A) pursuant to Section 70-3a-201; and
(B)_consistent with this section; and

(b) pays arenewa regulatory fee determined by the division in accordance with Section
70-3a-203.
(3)_If aregistrant complies with this section, the registrant may renew amark at the

expiration of each five-year term.
(4) (&) A registration in effect before May 6, 2002:
(i) _shall continuein full force and effect for the registration's unexpired term; and

(ii) _may be renewed by:

(A) filing an application for renewa with the division:

(1) _within six months before the expiration of the registration; and

(11)_in accordance with rules made by the division pursuant to Section 70-3a-201; and

(B) paying the required renewal requlatory fee determined by the division in accordance
with Section 70-3a-203.
(b) If aregistration in effect before May 6, 2002, is renewed in accordance with this

-14 -
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Subsection (4), the reqgistration shall be renewed for aterm of five years.

(5) Any application for renewal under this chapter, whether a registration made under this

chapter or aregistration made under a prior Utah statute, shall include:

(a) averified statement that the mark has been and is still in use; and

(b) (i) aspecimen showing actual use of the mark on or in connection with the goods or

services; or
(ii) averified statement that the mark has not changed.
Section 14. Section 70-3a-306 is enacted to read:
70-3a-306. Assignments-- Changes of name -- Other instruments -- Security interests

-- Acknowledgments.
(1) (&) A mark and the mark's registration under this chapter is assignable with:

(i) the good will of the business in which the mark is used; or

(ii) that part of the good will of the business connected with the use of and symbolized by

the mark.
(b) An assignment under this section:

(i) shall be:
(A) inwriting; and

(B) properly executed; and

(ii) _may befiled with the division by:

(A) filing aform provided by the division; and

(B) paying of afee determined by the division in accordance with Section 70-3a-203.

(c) Upon thefiling of an assignment, the division shall certify that the assignment has been

filed.

(d) _An assignment of any registration under this chapter is void as against any subsequent

purchaser for valuable consideration without notice, unless the assignment is filed with the

division within:

(i) three months after the date of the assignment; or

(ii) prior to the subseguent purchase.

(2) Any reqgistrant or applicant may change the name of the person or business to whom

the mark is issued or for whom an application isfiled by:

(a)_filing two copies of acertificate of change of name of the reqgistrant or applicant with
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462 thedivision; and
463 (b) paying of afee determined by the division in accordance with Section 70-3a-203.

464 (3) (a) A person may file another instrument that relates to a mark registered or application

465 pending under this chapter:

466 (i) in the discretion of the division; and

467 (i) if theinstrument is:

468 (A) inwriting; and

469 (B) properly executed.

470 (b) An instrument that may be filed under this Subsection (3) includes:

471 (i) alicense;

472 (ii) asecurity interest; or

473 (iii) amortgage.

474 (4) An acknowledgment by the assignor or person whose interest in a mark is adversely
475  effected by the instrument:

476 (a) isprimafacie evidence of the execution of an assignment or other instrument; and
477 (b) when filed by the division, the filed acknowledgment is prima facie evidence of

478  execution of the assignment or other instrument.

479 Section 15. Section 70-3a-307 is enacted to read:

480 70-3a-307. Cancdlation.

481 (1) Thedivision shall cancel, in whole or in part:

482 (a) aregistration of mark for which the division receives a voluntary request for the

483 registration's cancellation from:

484 (i) theregistrant; or

485 (ii) the assignee of record;

486 (b) aregistration of a mark:

487 (i) granted under this chapter; and

488 (ii) not renewed in accordance with the chapter:

489 (c) areqgistration of amark for which a court of competent jurisdiction finds that:
490 (i) the registered mark has been abandoned:;

491 (ii) theregistrant is not the owner of the mark;

492 (iii) the registration was granted improperly;
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(iv) the registration was obtained fraudulently:

(v) the mark is or has become the generic name for the goods or services, or a portion of

the goods or services, for which the mark has been reqgistered; or

(vi) subject to Subsection (2), the mark is so similar, asto be likely to cause confusion,

mistake, or to deceive, to a mark:

(A) reqistered by another person in the United States Patent and Trademark Office prior
to the date of the filing of the application for registration by the registrant; and

(B) not abandoned:; or

(d) when a court of competent jurisdiction orders cancellation of aregistration on any
ground.

(2) Notwithstanding Subsection (1)(c)(vi), if the registrant proves the registrant is the
owner of a concurrent registration of a mark in the United States Patent and Trademark Office

covering an areaincluding this state, the reqgistration under this chapter may not be cancelled for

that particular area of the state.
Section 16. Section 70-3a-308 is enacted to read:
70-3a-308. Classification.
(1) (a) Except as provided in Subsection (1)(b), in administering this chapter, the division

shall for the purposes of classifying:

(i) _goods, use the general classes of goods designated in 37 C.F.R. 6.1; and

(i) services, use the general classes of services designated in 37 C.F.R. 6.1.

(b) If the Unites States Patent and Trademark Office does not use the classifications
described in Subsection (1)(a), to the extent practical, the classification of goods and services
under this section should conform to the classification adopted by the United States Patent and
Trademark Office.

(2) A single application for registration of a mark may include any or all goods upon

which, or services with which, the mark is actually being used if it indicates the appropriate one

or more classes of goods or services.

(3) When a single application includes goods or services that fall within multiple classes,

the division may reguire payment of afee for each class.
Section 17. Section 70-3a-401 is enacted to read:
Part 4. Violationsand Remedies
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70-3a-401. Fraudulent registration.
(1) A personiscivilly liableto pay all damages resulting from afiling or registration under

this chapter if:
(a) that person procures the filing or registration of any mark:

(i) _for the person who procures the filing or registration; or

(ii) on behalf of another person; and

(b) the person who procures the filing or registration procuresit by:

(i) _knowingly making afalse or fraudulent representation or declaration, orally or in
writing; or
(ii) any other fraudulent means.

(2) Damages sustained as aresult of afiling or registration described in Subsection (1) may

be recovered:
() by or on behalf of the person injured by thefiling or registration; and

(b) in any court of competent jurisdiction.
Section 18. Section 70-3a-402 is enacted to read:
70-3a-402. Infringement.
(1) Subject to Section 70-3a-104 and Subsection (2), any person isliablein acivil action
brought by the registrant for any and all of the remedies provided in Section 70-3a-404, if that
erson:

() _uses areproduction, counterfeit, copy, or colorable imitation of a mark registered under

this chapter:
(i) without the consent of the registrant; and

(ii) _in connection with the sale, distribution, offering for sale, or advertising of any goods

or services on or in connection with which that use is likely to cause confusion, mistake, or to

deceive as to the source of origin, nature, or quality of those goods or services; or

(b) reproduces, counterfeits, copies, or colorably imitates any mark and applies the

reproduction, counterfeit, copy, or colorable imitation to labels, signs, prints, packages, wrappers,

receptacles, or advertisements intended to be used upon or in connection with the sale or other

distribution in this state of goods or services.

(2) Under Subsection (1)(b), the registrant is not entitled to recover profits or damages

unless the act described in Subsection (1)(b) has been committed with the intent:
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555 (a) to cause confusion or mistake; or

556 (b) to deceive.

557 Section 19. Section 70-3a-403 is enacted to read:

558 70-3a-403. Injury to businessreputation -- Dilution.

559 (1) Subject to the principles of eguity and upon the terms the court considers reasonable,

560 theowner of amark that isfamousin this stateis entitled to:

561 (a) an injunction against another person's commercial use of a mark, if the use:

562 (i) begins after the mark has become famous; and

563 (ii) causesdilution of the distinctive quality of the mark; and

564 (b) obtain other relief asis provided in this section.

565 (2) Todetermineif amark isfamous, a court may consider factors including:

566 (a) the degree of inherent or acquired distinctiveness of the mark in this state;

567 (b) the duration and extent of use of the mark in connection with the goods and services
568  with which the mark is used;

569 (c) the duration and extent of advertising and publicity of the mark in this state;

570 (d) the geographical extent of the trading areain which the mark is used;

571 (€) the channels of trade for the goods or services with which the mark is used;

572 (f) the degree of recognition of the mark in the trading areas and channels of trade in this
573 statethat are used by:

574 (i) the mark's owner; and

575 (ii) the person against whom the injunction is sought;

576 (9) the nature and extent of use of the same or similar mark by third parties; and

577 (h) whether the mark is the subject of:

578 (i) astate registration in this state; or

579 (ii) afederal registration:

580 (A) under the Act of March 3, 1881, c. 138, 21 Stat. 502;

581 (B) under the Act of February 20, 1905, c. 592, 33 Stat. 724; or

582 (C) on the principal register.

583 (3) In an action brought under this section, the owner of afamous mark is entitled only to

584 injunctiverelief in this state, unless the person against whom the injunctive relief is sought
585  willfully intended to:
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(a) trade on the owner's reputation; or

(b) cause dilution of the famous mark.
(4) If willful intent is proven under Subsection (3)(a) or (b), in addition to injunctive relief,

the owner is entitled to the remedies set forth in Section 70-3a-404, subject to:
(a)_the discretion of the court; and

(b) the principles of equity.

(5) The following are not actionable under this section:

(a) fair use of afamous mark by another person in comparative commercial advertising

or promotion to identify the competing goods or services of the owner of the famous mark;

(b) noncommercial use of the mark; and

(c) all forms of news reporting and news commentary.

Section 20. Section 70-3a-404 is enacted to read:

70-3a-404. Remedies.

(1) (&) An owner of amark registered under this chapter may proceed by suit to enjoin the

manufacture, use, display, or sale of any counterfeits or imitations of the mark.

(b) A court of competent jurisdiction may grant injunctions to restrain the manufacture,

use, display, or sale as may be considered by the court just and reasonable.

(2) A court may:

(a) require the defendants to pay the owner:

(i) al profits derived from the wrongful manufacture, use, display, or sale of aregistered

mark; or

(ii) all damages suffered because of the wrongful manufacture, use, display, or sale of a

registered mark;

(b) order that any counterfeits or imitations of aregistered mark in the possession or under

the control of any defendant in an action be delivered to the following to be destroyed:

(i) an officer of the court: or

(ii) the complainant; or
(c) take a combination of the actions described in Subsections (2)(a) and (b).
(3) A court may enter judgment for the prevailing party:

(a) in an action where the court finds:

(i) the other party committed the wrongful act:
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(A) with knowledge;
(B) in bad faith; or
(i) as according to the circumstances of the case; and

(b) in an amount not to exceed:

(i) _three times the profits and damages of the prevailing party; and

(ii) the reasonable attorneys fees of the prevailing party.

(4) The enumeration of any right or remedy in this section does not affect aregistrant's

right to prosecute under any penal law of this state.
Section 21. Section 70-3a-405 is enacted to read:

70-3a-405. Forum for actionsregarding registration -- Service on out-of-state

registrants.
(1) (&) An action to require the cancellation of a mark registered under this chapter shall

be brought in adistrict court of this state.

(b) The division may not be made a party to an action filed under Subsection (1)(a), except

that the division may intervene in an action filed under Subsection (1)(a).

(2) In any action brought against a nonresident registrant, service may be effected upon

the nonresident registrant in accordance with the procedures established for service upon

nonresident corporations and business entities under Section 16-10a-1511.
Section 22. Repealer.
This act repeals:
Section 70-3-1, Definitions.
Section 70-3-2, When trademark or service mark not to be registered.

Section 70-3-3, Application for registration of trademark or service mark -- Contents
-- Fee.

Section 70-3-4, Certification of registration -- I ssuance -- Contents.

Section 70-3-5, Certificate of registration or copy -- Admissibility as evidence.

Section 70-3-6, Term of registration -- Renewal -- Renewal fee -- Notification of
necessity of renewal.

Section 70-3-7, Assignment -- Recording -- Fee -- Effect of recording.

Section 70-3-8, Accepting or requiring security for return of container bearing

trademark or service mark.
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648 Section 70-3-9, Public record.

649 Section 70-3-10, Cancellation of registration.

650 Section 70-3-11, Classes of goods.

651 Section 70-3-12, False or fraudulent representation or declaration in registration --

652 Liability for damages.

653 Section 70-3-13, Damages for unlawful use or copying.

654 Section 70-3-14, Injunctiverelief.

655 Section 70-3-15, Common-law trademarks or service marks.

656 Section 70-3-16, Effect on trademarks or service marksnow on file.

657 Section 70-3-17, Act not to affect pending actions.

658 Section 23. Application to pending legidation.

659 This act does not affect any action that was filed before May 6, 2002 for which a court of

660 competent jurisdiction has not issued afinal unappeaable judgment or order by May 6, 2002.

L egislative Review Note
asof 1-29-02 7.06 AM

A limited legal review of this legislation raises no obvious constitutional or statutory concerns.

Office of L egidative Research and General Counsel
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